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THE REPLY FILED 13 January 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . ^ The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) 
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following 
time periods: 

a) ^ The period for reply expires 6_months from the mailing date of the final rejection. 

b) d The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the dale set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. ^ The Notice of Appeal was filed on 13 January 2006 . A brief in compliance with 37 CFR 41 .37 must be filed within two months of 

the date of filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the 
appeal. Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37(a). 
AMENDMENTS 

3. dl The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) □ They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ They raise the issue of new matter (see NOTE below); 

(c) □ They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

<d) □ They present additional claims without canceling a corresponding number of finally rejected claims. 
NOTE: . (See 37 CFR 1.116 and 41 .33(a)). 

4. D The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. Q Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. £3 For purposes of appeal, the proposed amendment(s): a) [3 will not be entered, or b) □ will be entered arid an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: , 

Claim(s) rejected: 34-45 . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1.116(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome aJJ rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1 ■ The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 
See Continuation Sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. H Other: See Continuation Sheet . 
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Continuation of 1 1 , does NOT place the application in condition for allowance because: Applicant's arguments have been carefully considered, but are 
not persuasive; Applicant has argued that M [t]here is no reason why one skilled in the art would look to a basket that moves up and down on its own 
weight with the wheels fixed in place to a lawn-mower, so that somehow or [sic] the lawnmower can be modified to actas a piece of luggage...". The 
examiner does not agree, A motivation was clearly presented in the previous office action: "It would have been obvious to one of ordinary skill in tre art 
at the time of the invention to provide the selectively swiveling caster structure taught by Hancock et al. to a retractable potiion of a caste^equipped 
luggage item as taught by Pickard, for the purpose of allowing the luggage to be selectively setin a non-steerable configuration." As to applicant's 
comments concerning the lawnmower as being modified to act as a piece of luggage, applicant is explicitly invited to point out where this has 
been suggested by the examiner. 

Insofar as applicant's comments can be considered an argument directed to the bodily incorporation of all elements of one reference into another, the test 
for obviousness is not whether the features of a secondary reference may be bodily incorporated into the structure of the primary reference; nor is it that 
the claimed invention must be expressly suggested in any one or all of the references. Rather, the test is what the combined teachings of the references 
would have suggested to those of ordinary skill in the art. See In re KeOer, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

Applicant continues to argue that "[I]t is black letter patent law, that there must be some teaching or suggestion in the references themselves to combine 
the teachings". This is entirely incorrect, and misleading: A conclusion of obviousness may be made from common knowledge and common sense of the 
person of ordinary skill in the art without any specific hint or suggestion in a particular reference(see In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 
545, 549 (CCPA 1969)), with skill being presumed on the part of the artisan, rather than the lack thereof (see In re Sovish 769 F.2d 738, 742, 226 USPQ 
771, 774 (Fed. Cir. 1985)); further, references may be combined although none of them explicitly suggests combining onewith the other (see In re 
Nilssen 7 USPQ2d 1500 (Fed. Cir. 1989)). It has long been the law that the motivation to combine need not be found in prior art references, but equally 
can be found "in the knowledge generally available to one of ordinary skill h the art." In re Jones, 958 F.2d 347, 351 (Fed. Cir. 1992) (citing In re Fine, 
837 F.2d 1071, 1074 (Fed, Cir. 1988)). 

The motivation to combine can be found either in a prior art reference, or it can be implicit in the knowledge of one of ordinary skil in the art. See In re 
Huston, 308 F.3d 1267, 1280 (Fed. Cir. 2002); Motorola, Inc. v. Interdigital Tech. Corp., 121 F.3d 1461, 1472 (Fed. Cir. 1997). 

Sources suggesting a combination may be: (1) the combined teachings of the prior art, (2) the knowledge of the ordinary practitioner and (3) the nature of 
the problem to be solved. "The test for implicit showing is what the combined teachings, knowledge of one of ordinary skill in the art, and the nature of 
the problem to be solved as a whole would have suggested to those of ordinary skill in the art." In re Kotzab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 
1317 (Fed.Cir. 2000). 

In Richard Ruiz and Foundation Anchoring Systems, Inc. v. A.B. Chance Company, No. 03-1333 (Fed. Cir. January 29, 2004), the court emphasized that 
an "express written teaching in the art" to combine references was not required [emphasis added]. Rather, motivation may come from "the nature of a 
problem to be solved, leading inventors to look to references relating to possible solutions to that problem." 

Please further note the following from Section 2144 of the MPEP: "The rationale to modify or combine the prior art does not have to be 
expressly stated in the prior art or it may be reasoned from knowledge generally available to one ofordinary skill in the art, established scientific 
principles, or legal precedent... The reason or motivation to modify the reference may often suggest what the inventor has done, but for a different 
purpose or to solve a different problem.. .It is not necessary that the prior art suggest the combination to achieve the same advantage or result discovered 
by Applicant." Also Chief Judge Nies writes in a concurring opinion, "While there must be some teaching, reason, suggestion, or motivation to combine 
existing elements to produce the claimed device, it is not necessary that the cited references or the prior art specifically suggest making the 
combination.. .In sum, it is off the mark for litigants to argue, as many do, that an invention cannot be held to have been obvious unless a suggestion to 
combine prior art teachings is found in a specific reference". See In re Oetiker 977 F.2d 1443, 24 USPQ.2d 1443 (Fed.Cir. 1992). 

In response to applicant's argument that the examiner's conclusion of obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon hindsight reasoning. But so long as it takes into account only 
knowledge which was within the level of ordinary skill at the time the claimed invention was made, and does not include knowledge gleaned only from 
the applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

In response to applicant's argument that the references constitute nonanalogous art, it has been held that a prior art reference must either be in the field of 
applicant's endeavor or, if not, then be reasonably pertinent to the particular problem with which the applicant was concerned, in order to be relied upon 
as a basis for rejection of the claimed invention. See In re Oetiker, 977 F,2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, both references are 
most certainly directed to the same problem solving area, namely the use of pivotal wheels to support a vehicular structure. That the vehicles may be used 
for different purposes is noted, however such an argument is not persuasive in that the wheels serve the same support and transport services on each 
vehicle. 

Applicant's arguments concerning the automatic selection of pivoting and non pivoting modes is noted, and applicant is reminded that this function was 
specifically treated in the office action: Inasmuch as the automation of a taught manual process is not deemed to be beyond the skill of the ordinary 
practitioner, it would have been obvious to one of ordinary skill in the art at the time of the invention to automate the selective swiveling selection so as 
to allow the user to easily initiate the swivel mode selection without requiring substantial mechanical effort on the part of the user. Applicant has not 
argued that the automation of a manual process is beyond the skill of the ordinary practitioner, and as such, it is understood that applicant agrees that 
such an automation is within the skill of the ordinary practitioner. 
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Continuation of 13. Other: The papers refer to an amendment, however the claims presented are unchanged from the previously 
presented claims. 
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